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~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)[X] This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Qt/ay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [X] Claim(s) 10-34 is/are pending in the application. 

4a) Of the above claim(s) 10-17 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [X3 Claim(s) 18-34 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. ■< 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2-D Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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This action is responsive to applicant's amendment filed 
2/11/04. Claims 10-34 are pending with claims 10-17 withdrawn 
from consideration. 

Applicant's election without traverse of Group I in Paper 
filed 2/11/04 is acknowledged. 

The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. 

Claim 21 is rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and. 
distinctly claim the subject matter which applicant regards as 
the invention. 

For clarity, applicant should change the language "metal 
that is a simple substance" to --metal in elemental form--. 

The prior art rejection over Fukunaga et al (5,601,228) is 
withdrawn in view of applicant's remarks. 

Claims 18-20 and 22-32 are rejected under 35 U.S.C. 102(b) 
as anticipated by or, in the alternative, under 35 U.S.C. 103(a) 
as obvious over Wrezel et al (5,674,326). 

This rejection is maintained for the reasons set forth at 
pages 6-7 of the Rejection mailed 10/6/03. 

Applicant's arguments filed 2/11/04 have been fully 
considered but they are not persuasive. 

Note claim 21 is allowed over this reference. 
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Applicant's remarks regarding "consisting essentially of 
are noted. It is the examiner's position that such does not 
preclude the dicarboxylic acid flux required in the reference. 
Specifically, applicant has not conclusively demonstrated that 
such material (s) affect the basic and novel characteristics of 
the claimed invention. In fact, applicant appears to describe 
the addition of know adjuncts to the instant compositions (see 
instant specification, page 16) . The transitional phrase 
"consisting essentially of" limits the scope of a claim to the 
specified materials or steps "and those that do not materially 
affect the basic and novel characteristic (s) " of the claimed 
invention. In re Herz, 537 F.2d 549, 551-52, 190 USPQ 461, 463 
(CCPA 1976) . For the purposes of searching for and applying 
prior art under 3 5 U.S.C. 102 and 103, absent a clear indication 
in the specification or claims of what the basic and novel 
characteristics actually ' are, "consisting essentially of" will 
be construed as equivalent to "comprising." See, e.g., PPG, 156 
F.3d at 1355, 48 USPQ2d at 1355. If an applicant contends that 
additional steps or materials in the prior art are excluded by 
the recitation of "consisting essentially of," applicant has the 
burden of showing that the introduction of additional steps or 
components would materially change the characteristics of 
applicant's invention. In re De La j arte, 337 F.2d 870, 143 USPQ 
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256 (CCPA 1964) . See also Ex parte Hoffman, 12 USPQ2d 1061, 
1063-64 (Bd. Pat. App . & Inter. 1989). 

With respect to claims 27-34, the examiner respectfully 
submits that Wrezel discloses resin materials (synthetic 
polymers) as well as rosin materials alluded to by applicant 
(see Col 1, lines 26-35; claim 8). The recitation of 
thermosetting/thermoplastic resins does not patentably 
distinguish over the prior art. 

Claims 18, 22-26 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as 
obvious over Yamaguchi et al (5,962,133). 

This rejection is maintained for the reasons set forth at 
pages 7-8 of the Rejection mailed 10/6/03. 

Applicant's arguments filed 2/11/04 have been fully 
considered but they are not persuasive. 

Note claims 19-21 and 27-34 are allowed over this 
reference . 

With respect to claim 18, the examiner respectfully submits 
that the Sn-Pb alloy base material disclosed in Yamaguchi (Col 
3, lines 25-30) meets the instant limitation "base material 
comprising one or more members selected from the group 
consisting of Bi , In, Pb and alloys thereof" (emphasis added). 
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In view of the foregoing, the above claims have failed to 
patentably distinguish over the applied art. 

Claim 21 is allowable over the prior art of record. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a) . 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the. mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or. earlier 
communications from the examiner should be directed to Mark 
Kopec whose telephone number is (571) 272-1319. The examiner 
can normally be reached on Monday - Friday from 9:30 AM to 6:00 
PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Dr. Yogendra Gupta can 
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be reached on (571) 272-1316. The fax phone number for the 
organization where this application or proceeding is assigned is 
703-872-9306. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 

Mark Kopec 
Primary Examiner 
Art Unit 1751 

MK 

April 27, 2004 



